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An Analysis of First Sale Doctrine in Trademarks Law
—Focused on the U.S. Law &Cases

Sheng-Chen Tseng

Abstract

The new Trademark Law amendments made in 2011 marked the
progress of a century; yet are still unable to keep up with the fast pace of
technological progression. The Lanham Act, however, does not specify
whether a foreign trademark legitimately applied to genuine merchandise
“copies or simulates” the identical trademark in use in the United States.
As a result, the status of imported products bearing genuine trademarks
was left to the courts. This paper will provide a more comprehensive
theories to explain exhaustion doctrine in trademark law in the U.S.
trademark law. Secondly, this paper argues that courts’ treatment of
acceptable rules has been plagued b y inconsistencies and that courts need
to more clearly elucidate ex ante rules of what will constitute proper
stimuli to demonstrate the US Lanham Act violations. it discusses judicial
and legislative record of the first sale doctrine. Finally, this article intends
to suggest the other new statutes to comprise the first sale doctrine in
Taiwan.

Keywords : Trademarks, Exhaustion Doctrine, First Sale Doctrine,
Intellectual Property Right, Infringement, Dilution.
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37 Eastman Kodak Co. v. Fotomat Corp., 317 F. Supp. 304, 165 U.S.P.Q. 444 (N.D. Ga. 1969).

3% Dow Jones & Company, Inc. v. International Securities Exchange, Inc., 451 F.3d 295, 308, 79
U.S.P.Q.2d 1225, 1234, Comm. Fut. L. Rep. (CCH) P 30257 (2d Cir. 2006).

% Dan-Foam A/S v. Brand Named Beds, LLC, 500 F. Supp. 2d 296, 318 (S.D. N.Y. 2007).
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